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U.S. Patent & TMOfc/TM Mail Rept Dt. #01

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL B DARD

!

} .
SPORTS MACHINE INC -} - \‘
d/b/a Bike Source - o \‘ ‘
1
Opposer } &\
} Opposition No.: 122,948
V. } &
} Application No.: 76/0 35 008,
-~ MIDWEST MERCHANDISING, INC. '} 7
. o } &
~ Applicant S } N
N B . : B } ‘ ::: -
' T IR e
A B : \ w
OPPOSER'S ANSWER TO APPLICANT'S MOTION TO R M ':oo- DINGS =
AND ENTER JUDGMENT-UNDER TBMP 510.02(b) .

Opposer,.Sports Machine, Inc., by its attorney, hereby agrees with “t e motion to
dissolve the suspension of the subject proceedings (the "Opposition"), b’)u vigorously

opposes Applicant'é motion to have judgment entered in favor of Applicant.l

/37 CFR.

A memorandum brief r}egspondingto Applicant's motion, as required l\)
2.127(a), is attached. - - | a
. , , |
" Respectfully submitted: \t
R P - . l -
Date: 3]9*@}03 SR /VL&M v N \,
1 o - MaryJ. Gaskinll '
. Patent Attorney \
Registration No. 30,381

2170 Buckthorne PI., Suite 22

The Woodlands, Texas 77380 ‘
Phone: (281)363-9121
Fax: (281)363-4066
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

- } k
SPORTS MACHINE, INC. 1 ‘\
d/b/a Bike Source : -} \
© )
Opposer 1 \
-} Opposition No.: 1%l’948
V. } n
' o -} Application No.: 76/k 35,008
- MIDWEST MERCHANDISING, INC. } |
Applicant -} ‘
N
MEMORANDUN B i P ONUIIN Q APY AN VIO TION !

Opposer has ﬁoobjec;fibn to—AppIicant's motion to dissolve the susp ansion. of the
opposition proceedings and ré_sume prociee_dings herein. As noted, in the Bo% d's decision
suspending the proceedrings};/i'the next step is resetting appropriate date‘s. Opposer

|

requests the TTABdoso. . , ]

However, Opposer vi‘g“érous'ly opposes Applicant's motion to enter 1j dgment in

;.
\
1

Applicant's favor ih light of the;djsposition of Cancellatio_n No. 30,578.
Opposer in the present ;iroceedirig was Petitioner in Cancellation No. 3('?, 78, which

involved Applicant's registered 'ma-_-rk,, BIKESOURCE (in stylized form). |Previously,
Opposer had moved to .consolidéte the cancellat‘vion proceeding and the pfesen?: opposition

, ] L \
proceeding (see Exhibit A, Opposer's Motion to Consolidate Proceedings). The motion
_ ]
was presented so that Board could consider consolidation, and because the b oceeding
shared "common issues of law and fact." However, the Board denied the‘l otion to
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consolidate the ptoceedings.

Opposer would direct the Board's attention to this misetateme]p contained in
Applicant's brief: S o o
o t
"The Board so ruled in its de0|3|on of November 14, 2001, agreemg with Opposer’
that the co-pendmg Cancellation and Opposition do involve nearly identical legal
and factual issues and thus have a bearing on one another.” lt

: . |
Opposer never made such a statement. Indeed, as the Board correctly pointed out, such

)

_a statement was conta_ined__l in Applicant's brief in opposition to Opposi
|

suspend the opposition pr_q'eeeding pending the Board's decision on the motion to

's motion to

consolidate (see Exhibit B, p. 3). o | ‘. ‘

likely would have been dlSpOSltlve of the opposmon proceedmg and the Bltﬁ =-SOURCE
to cancel BIKESOURCE- (in:‘{‘stylized": form)A mark does' not necessarily|! mean the
BIKESOURCE word.mark is en‘titled to registration on the Principal Register.,

The Board's decision in the cancellation proceeding referred only tc'i)‘the mark

|
BIKESOURCE in stylized form, and therefore is not res judicata on the|issue of
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descriptiveness: of the term BIKESOURCE The Board consrdered the mar

l
in denying the petrtlon to cancel the mark Apparently, Reglstrant felt the

“inits entirety"
'tyl}ization was
important to the mark's commercral lmpressron since the mark had been f led with a
special form drawing.
However, Applieeht'e' preeent —a'pblicetion to registter:the ntark BIKESOURCE (no
stylization) requires that the word create "a drstrnct commercial i |mpressron ‘T art form any
) stylization in presentation.” TMEP §807 OQ(a) Opposer would show in tl%u proceedrng
that, unlike the stylized mark-, the word mark is not registerable.’ In its q cision in the

cancellation proceeding, the 'Board noted that:

"it is clear that 'bike' is a shortened term for 'blcycle and source' is|a broad term
relating to the place from which somethrng comes . \

|

juxtaposition of words is mventrve or evokes a unique commercial impressijon, or if the

N
|
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likely to beheve the mark means anythmg other than a retail store for blkes. A prospective

I
purchaser seeing an ad_veytlsement fpr BIKESOURCE would_v, similarly, und

ll
)

fanciful or arbltrary elements Even taken as a whole the mark is not s‘uggestlve No

srstand that he

could go to the outlet and purchase a bicycle The word mark BIKESOURCE contains no

C_Q,J._HuﬂhngJALQ_[Id._an 189 USPQ 759 764-766 (2d Cir. 1976) holdmé :“Safariland"

unprotectable as genenc when applied to a store sellmg safari clothes. '\ i

As the Board knows not every serv:ce mark is ent|tled to reglst‘r tion on the

|

Principal Register, yet the mark can still function as a service mark. Op poser is not

I
seeking regustratlon of the term BIKE SOURCE for its retail services. Oppds ris simply

Il

trying to prevent Appllcant from acqumng pnma faC|e ownership of the wolﬁs bike and

source, in connection with retall blcycle serwces. Opposer should be able

{o use Bike

or Bike Dealer (all generic terrns) in connection with its retail'bicycle services. For that
reason, Opposer is entitled to pursue |ts opposmon to reglstratlon of Applicant's word mark

BIKESOURCE.




by its attorney

Mary J. Gaskid
Annelin & Gaskin '
‘2170 Buckthorne Place, #220
The Woodlands, Texas 77380
~r T ‘Phone: (281)363-9121
Date: March «;Zé ,2003 . . Fax:(281)363-4066

|
The undersngned hereby certlf' ies that this motion is being deposﬂed in the Um ted States
Postal Service, as first class mail, in an envelope addressed to: Assistant Comml sioner for
Trademarks, BOX TTAB - NO FEE, 2900 Crystal Drive, Arlington, VA 22202-3513, on M rch Q

2003. Gﬂm
' By: }/\\a’“"’\ i

lealﬂ)J Gaskin \\
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| hereby- certlfy that the foregomg OPPOSER‘S ANSWER TO\ PPLICANT'S
MOTION TO RESUME PROCEEDINGS AND ENTER JUDGMENT UNDER TBMP

510.02(b) was served on counsel for Applicant, this A 2 T day of March, 2 03, by mailing
a true copy thereof via First Class U.S. Mail, postage prepaid, addresseh to Roger A.

Gilcrest, Standley & Gilcrest, L.L.P., Attorney for Reglstrant 495 Metro Plac South, Suite
210, Dublin, Ohio 43017- 5319 ‘

) .
Mooy .|

“Mary J. G%skm

rsmejbs.trd
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MIDWEST MERCHANDISING, INC.,
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IN THE UNITED STATES PATENT & TRADEMARK OF FICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SPORTS MACHINE, INC., -

d/b/a Bike Source,

Opposition No. 122\‘, 048

Opposer
Serial No. 76/035,008

Mark: BIKESOURCE

Applicant

Nt St S S Mot Syt Yot Sy St St N Semgd

Opposer, Sports Machine, Inc., pursuant fo TBMP §1214, herein moves the Board

for an Order consolidating the proceedihgs in the above-captioned Opposition|Action with

the proceedings in Cancellation _No.~30,578, Registration No. 1,887,592 (Mark:

' BIKESOURCE, Special Form).

In the Notice of Opposition previously filed, Opposer asked to have theopposition
proceeding consolidated With Canéellétion No. 30,578, for a determination of
Applicant's/Registrant's rights to the service mark in both the special and the word form.

In Paper No. 2, received from the TTAB in response to the Notice of O\ position,

the Legal Assistant indicated that, if the parties to this proceeding are also parties to other

|

TTAB proceedings involving related marks, they should notify the TTAB so thatthe TTAB

|
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can consider consolidation of both proceedings.

The parties to both the opposition proceeding and the cancellation proceeding are

identical. In addition, the pending cancellation proceeding related to the iBlKESOURCE
(Special Form) mark shares common issues of law and fact with the pres\ nt opposition
proceeding related to the BIKESOURCE mark. |

.WHEREFORE, Opposer ~r9quests 'that the ﬁAB order this p{' ceeding be
_ consolidated with Cancellation No. 30,578, ‘for a determination of Applicant'\s Registrant's

rights to the service mark in special and/or word form.

- Respectfully Submitted,

SPORTS MACHINE, INC., d/b/a Bike Source,
by its attorney

"}’\ bt N . Ged \
Mary J. Gdskih

Annelin & Gaskin

2170 Buckthorne Place, #220

The Woodlands, Texas 77380
Phone: (281)363-9121

Date: July S, 2001 o Fax: (281)363-4066

The undersigned hereby certifies that this motion is being deposited in the Uni}t d States
Postal Service, as first class mail, in an envelope addressed to: Assistant Commislé'oner for
Trademarks, BOX TTAB - NO FEE, 2900 Crystal Drive, Arlington, VA 22202-3513, on JJ\ yS

2001. :

By: }L\“’L'ﬂ X ¢
Kaky J. Gaskin \

motconbk.trd
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[ hereby certify that the foregoung OPPOSER'S MOTION TO C NSOLIDATE
PROCEEDINGS was served on counsel for Applicant, this < *L day of uly, 2001, by
mailing a true copy thereof via First Class U.S. Mail, postage prepaud addqessed to Roger
A. Gilcrest, Standley & Gilcrest, L.L.P., Attorney for Registrant, 495 Metrc Place South,
Suite 210, Dublin, Ohio 43017-5319.

AT 3— ‘
Mary\. (Gaskin |




